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REMARKS 

Favorable reconsidcnttiDn of this applii;{itton is raspcctCulIy requested in view of 
amendment above and the following remarks. Claims 1. 2, 6»10, 12*14, 1 6-23, 38-48 and 
S t -55 are pending in the present applieadon of which claims 1 « 9^ 1 6, 22 and 38 are 
indepcndcat Claims 3-5, IS, 24^37, and 49-50 uru canceled. 

Claims 1 6-2 1 were rejected under 35 U^S.C, § 1 1 2 second pttragraph, as being 
indefinite for Siiling to particularly point out and distinctly claim the subject matter which 
applicant rqgards as the invention. 

Claims 1-2 and 48 were rejected under 35 U.S.C, §103 (a) as allegedly being 
unpatentable over Marshall (2002/01 22373) in view of Mi^ssawa et al. (5,270,990). 

Claims 6-8 md 16»23 were rejected under 35 U.S.C. § 103(a) as allegedly being 
impatentablc over Marshall (2002/0122373) in view of Mtisasawa et al (5,270,990) and 
further in view of Gtidk et al (2002/01 14101), 

Chum 49 was rejected under 35 U.S.C §103(a) as allegedly bemg unpatentable over 
Marshall (2002/0122373) in view of Mizasawa et al. (5,270,990) and further in view of Shu 
(6,765,748). 

Allowable Subject Matter 

The fixaminer is thanked for indicating claims 9, 10, 1-14, 38, 39, 44-47, 54, and 55 
are allowed, and for indicadng claims 40-43 and 50-53 mclude allowable subject manor. 

Claim Obtcction 
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Claim Rejection Undcsr 35 U,S>a SI 12 

Claims 16-21 wcite rejected under 35 U.S.C- §112 second paragraph, as being 
indcfiniic for foiling to particularly poiai out and distinctly claim the subject niatter which 
applicant regards as the invention- In particular, '"the timing information" in lines 1 0-1 1 of 
claim 16 allegedly docs not have antecedent basis. However, dming information is recited in 
line 4 of claim 16. Accordingly, withdrawal of the ngccdon is respectfully requested. 

Cintm Refections Under 35 U>S.C> 6103 

The test for detectnining if a claim is rendered obvious by one or more references for 

purposes of a rejection under 35 US*C. § 103 is set forth in fCSR International Co. v. Tehflex 

Inc., SSO VS.^ 82 USPQ2d 1385 (2007): 

^Under §103, the scope and content of the prior art ore to be dciermincd; differences 
between the prior art and the claims at muQ arc to be osccrtaincd; and the lisvel of 
ordinary sidll in the pertinent art resolved. Against flns background the obviousness 
or Donobviousncss oflhc subject matter is determined^ Such sccondaiy coasidcrotions 
as commercial success, long felt but unsolved nccds^ failure of others, etc*, aaigbt be 
utilized to give light to the circumstances surrounding the origin of the subject matlcr 
sought to be patented.*" Quoting Craham v. John Deere Co. cf Kansas City^ 383 U.S. 
J (1966). 

As set forth in MP£P 2143.03, to ascertain the difTerences between the prior art and 
the chiims at issue, ^[ajll claim limitations must be considered" beeausc "all words in a claim 
must be considered in judging the patcnuaibility of that claim agamst the prior art,** Jn re 
Wilson, 424 F.2d 1 382, 1 385. According to tiae Examination Guidelines for Determinmg 
Obviousness Under 35 U.S.C- 103 in view of fCSR International Co. v. Telejlexlnc, Fcdcfsil 
Regisuav Vol. 72, No. 195, 57526, 57529 (October 10, 2007), once the Oraham factual 
inquiries are resolved, there must be a determination of whether tiae claimed invention would 
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have been obvious to one of ordizmiy skill in the an based on any one of the following proper 
ntdonales: 

(A) Combining prior art elements according to known methods to yield prediclable 
results; (B) Simple substitution of one known element for another to obtain 
predictable results; (C) Use of known technique to improve similar devices (methods, • 
or products) in the same way; (0) Applying a known technique to a known device 
(method, or product) ready for improvement to yield prcdicuible results; (E) 
** Obvious to uy" — choosing from a finite number of identified, predictable solutions, 
with a reasonable expectation of success; (F) Known work in one field of endeavor 
may prompt variations of it for use in cither the same field or a difTercnt one based on 
design incentives or other market forces if the variations would have been predictable 
to one of ordinary sldH in the art; (G) Some teaching, suggestion, or motivation in the 
prior art that would have led one of ordinary skill to modify the prior art reference or 
to combine prior art reference icachrngs to arrive at the claimed invention* KSR 
Jnternaiional Co. v. Tekjlexlnc.^ 550 U.S*^ 82 USPQ2d 1385 (2007). 

Furthermore, as set forth in KSR International Co, v. Tetejlex Inc^ quoting from Jn re 
Kahn^ 441 FJd 977, 988 (CA Fed 2006), ''[R^ejections on obviousness grounds cannot be 
sustained by mens conclusory statements; insusad, there must be some articulated reasonings 
with some rational underpinning to support the legal conclusion of obviousness/' 

Therefore, if the abovc-idonttCed criteria and rationales are not met» tlien the dted 
rcference(s) &its to render obvious the claimed invention and, thus, the claimed invention is 
distinguishable over the cited reference(s). 

Cklims 1^2 and 48 

Claims 1*2 and 48 were rgcctcd under 35 U.S.C. § 1 03(&) as allegedly being 
unpatcnuible over Marshall (2002/0122373) in view of Mi5»sawa et td, (5,270,990), 

The features of allowable claim 50 and intervening claim 49 have been combined 
with claim 1 « Accordingly, claims 1-2 and 48 arc believed to be allowable* 



14 



PAGE 15/1 8 ' RCVD AT 1012912008 7:20:32 AM [Eastern Daylight Ti^^^ 



0CT-29-ed08(WE0) 06:31 



MRNNflVR & KRNG 



(FflX)7038655]50 



P. 016/ 



PATENT Auy Docket No.: 10016512-1 

App. Scr. No.: 10/700,065 

Claims 6-8 and 16-23 

Clidzns 6-8 and 16*23 were rejected under 35 U.S*C. §103(a) as allegedly being 
unpatentable over Marahall (2002/0122373) in view of Mizasawa ct al. (5^70.990) and 
further In view of Guzik ct ol (2002/01 14101), 

Independent claim 16, recites, ^'second means for writing second information in the 
second clusier during n timing wi^do^Ldetermincd from the timing information." The 
rejection admits Miu^hal in view oIMx^asawa fails to disclose timing windows; but alleges 
the servo burst of Gxmk contains timing informadon as desoibed in pamgraphs 60 and 64. 
The servo bursts of Ouzik axe used to measure bead posidoning error, as disclosed in the last 
3 lines of paragraph 64 of Guaak, However, Guzik fails to teach or suggest any timing 
information or dcusmiuing a timing a window from the servo buists. Accordingty» claims 
16>21 arc believed to be allowable* 

Independent claim 22 recites, **a field emitter cnnficurcd to read informatipn from or 
write in rormation to the at least one daia stomce area durintr n liming window determined 
Jrom the timing information /' As described above, Giudk fiiils to teach or suggest any timing 
information or determining a timing a window Jiom dae servo bursts. Accordingly, claims 
22 and 23 arc believed to be allowable. 

Claims 6*>8 are believed to be allowable at least for the reason claim 1 is believed to 
be allowable. 
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Claim 49 

Claim 49 was rejected under 35 U,S.C. §1 03(8) as nllegedly being uapauauable over 
Marshall (2002/01 22373) in view of Mizasawa ct aL (5^70,990) and further in view of Shu 
(6,765,748). Claim 49 is canceled herein, and thus the rejection is moot. 
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Conclusion 

In light of the foregoing, withdmwal of the rqeciions of record and allowance of this 
application are earnestly solicited 

Should the Examiner believe thai a telephone conference with the undersigned would 
assist m resolving any issues pertaining to the allowabitily of the abbve»identified 
application, please contact the uttdefsigncd at the telephone number listed bclow^ Please 
grant any required extensions of time and dmrge any fees due in connection with diis request 
to deposit account no. OS-2025. 



Respectfully submitted^ 



Dated: October 29, 2008 



By 




Ashok^ Mannava 
Registration No.: 45,301 



MANNAVA Sc KANG, P.C 
11240 Waplcs Mm Road 
Suite 300 

Fairfax, VA 22030 

(703) 652-3822 

(703) 865-5150 (fiicsimile) 
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